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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-10, 12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kobayashi et al., U.S. Pat. No. 6,490,681. 

Considering claim 1, a method of communicating a command to a controllable device 
(130), comprising the steps of 

a) generating a watermark comprising the command, which is to be executed by the 
controllable device (130), is met by content distribution system, fig. 12; 

b) generating a watermarked signal (120) comprising the watermark and an information 
unit (116) to be transmitted to the controllable device (130), is met by the embed visible 
mark 120, also in fig. 12; 

c) transmitting the watermarked signal (120) to the controllable device (130) for causing 
the controllable device (130) to execute the command, is met by the contents 
distribution system which transmits the image data and added visible mark through the 
Internet or other means such as transmission of key shown in fig. 12. 
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Considering claim 2, a method as claimed in claim 1, where the watermarked signal 
(120) is generated in a first domain by outputting a watermark signal representing the 
watermark to the first domain for merging the watermark signal with an information 
signal representing the information unit (116) in the first domain, is again met Contents 
Distribution System which generates watermarked signal with the image signal, and 
transmits the image data and added visible mark through the Internet or other means 
such as transmission of key shown in fig. 12. 

Considering claim 3, a method as claimed in claim 2, where the first domain is one of 
the acoustic domain and the visual domain, is met by image signal (visual domain) 
generated as in Fig. 12. 

Considering claim 4, a method as claimed in claim 2 or 3, where the second domain is 
the electrical domain. 

See rejection of claims 1 and 3; 

Considering claim 5, a method as claimed in claim 1 , where the command relates to at 
least one of: control of a physical movement of a part of the controllable device (130), 
rendering of an audio output by the controllable device (130), rendering of a visual 
output by the controllable device (130), and adjusting a value for at least one parameter 
associated with the command, is met by the transmission of key which is associated 
with rendering rendering of a visual output by the controllable device, i.e., as shown in 
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fig. 12 the image signal and the embedded mark are rendered on the Electronic 
fingerprinting system (140), fig. 12; 

Considering claim 6, An arrangement for remotely controlling a controllable device 
(130), comprising embedding means (113) for generating a watermark comprising the 
command, which is to be executed by the controllable device (1 30); watermarking 
means (1 14) generating a watermarked signal (120) comprising the watermark and an 
information unit (116) to be transmitted to the controllable device (130); output means 
(115) for transmitting the watermarked signal (120) to the controllable device (130) for 
causing the controllable device (130) to execute the command; receiving means (131) 
for receiving the signal in the controllable device (130); decoding means (132) for 
obtaining the information unit from the signal and obtaining the command from the 
information unit; executing means (133) for executing the command. 

As for claim 6, see rejection of claim 1 and Fig. 12 which discloses generating 
image and watermark, embedding visible mark, transmitted the data using the Internet 
and receive by the electronic fingerprinting system 140 and displaying signal as invisible 
mark embedded image after decoding. 

Considering claim 7, a controlling device arranged for communicating a command in a 
first domain to a controllable device, comprising, embedding means (113) for 
generating a watermark comprising the command, which is to be executed by the 
controllable device (130), watermarking means (114) generating a watermarked signal 
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(120) comprising the watermark and an information unit (116) to be transmitted to the 
controllable device (130), and, output means (115) for transmitting the watermarked 
signal (120) to the controllable device (130) for causing the controllable device (130) to 
execute the command. 

As for claim 7, see rejection of claim 1 and Fig.12, which discloses generating 
image and watermark, embedding visible mark, transmitted the data using the Internet 
and receive by the electronic fingerprinting system 140 and displaying signal as invisible 
mark embedded image after decoding. 

Considering claim 8, a controllable device arranged for receiving a command in a first 
domain from a controlling device, comprising receiving means (131) for receiving the 
signal in the controllable device (130), decoding means (132) for obtaining the 
information unit from the signal and obtaining the command from the information unit, 
and, executing means (133) for executing the command. 
Regarding claim 8, see rejection of claim 1 . 

Considering claim 9, a computer program product being arranged for causing a 
processor to execute the method of claim 1 , is met by the disclosure on col. 7, lines 29- 
39, that "A floppy disk is inserted into the floppy disk driver 20. Code or data for a 
computer program can be recorded on the floppy disk or the hard disk drive 13 (or on 
such storage medium as the MO 28, the CD-ROM 29 or the DVD 31), or in a ROM 14, 
so as to interact with an operating system by issuing instructions to the CPU 1 and 



Application/Control Number: 09/992,928 Page 6 

Art Unit: 2614 

implementing the present invention. The program can be executed by loading it into the 
memory 4. The computer program code can be compressed, or can be divided into a 
plurality of segments that are stored on or in a plurality of storage media." 

Considering claim 10, a method of presenting an advertisement (430) to a user (420), 
comprising the steps of generating a watermark comprising the command, which is to 
be executed by the controllable device (232), the command being related to presenting 
an advertisement (430); generating a watermarked signal (120) comprising the 
watermark and an information unit (116) to be transmitted to the controllable device 
(232), and transmitting the watermarked signal (120) to the controllable device (130) for 
causing the controllable device (130) to execute the command by generating the 
advertisement (430) and presenting the advertisement (430) to the user (420). 
Regarding claim 10, see rejection of claim 1; 

Considering claim 12, a signal (120) comprising an information unit (116) in which a 
watermark is embedded, the watermark comprising a command to be executed by a 
controllable device (130). 

See rejection of claim 1 ; 
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Claim Rejections - 35 USC § 103 



3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rhoads, 
U.S. Pat. No. 6,490,681. 

Considering claim 1 1 , a method as claimed in claim 10, further comprising the steps of 
maintaining a user profile (41 1 ) for the user (420) based on a sale of a controllable 
device (130) to the user (420), determining using the user profile (41 1)a product that the 
user is likely to want to buy, and adding an identifier for the product to the command. 

Regarding claim 10, Rhoads does not specifically discloses maintaining user 
profile and determining using the user profile a product that the user is likely to want to 
buy. However, Examiner takes Official Notice in that such method is notoriously well 
known in the art, and it would have been obvious to the skilled in the art at the time the 
invention was made to modify the system of Rhoades by providing the method of 
maintaining and using user profiling in order to make it easier for the advertiser to 
identify the type of customers and their likely tendency to buy or utilize certain brands. 
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Claim Rejections - 35 USC § 103 



3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi et al., U.S. Pat. No. 6,490,681 . 

Considering claim 1 1 , a method as claimed in claim 1 0, further comprising the steps of 
maintaining a user profile (41 1) for the user (420) based on a sale of a controllable 
device (130) to the user (420), determining using the user profile (41 1)a product that the 
user is likely to want to buy, and adding an identifier for the product to the command. 

Regarding claim 10, Rhoads does not specifically discloses maintaining user 
profile and determining using the user profile a product that the user is likely to want to 
buy. However, Examiner takes Official Notice in that such method is notoriously well 
known in the art, and it would have been obvious to the skilled in the art at the time the 
invention was made to modify the system of Rhoades by providing the method of 
maintaining and using user profiling in order to make it easier for the advertiser to 
identify the type of customers and their likely tendency to buy or utilize certain brands. 
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Conclusion 



5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Broughton et al. U.S. Patent No. 4,807,031 disclose an interactive video method 
and apparatus, which decodes the commands embedded in the control data, and 
selectively execute predetermined actions in response to the data encoded broadcast. 

Isnardi et al. U.S. Patent No. 6,037,984 disclose a method and apparatus for 
embedding a watermark into a digital image or image sequence. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paulos M. Natnael whose telephone number is (703) 
305-0019. The examiner can normally be reached on 9:00am - 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller can be reached on (703) 305-4795. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) a>866-217-9197 (toll-free). 
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